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THE DANGER OF MISCONCEPTION IN THE LATEST
PRACTICE OF THE EUROPEAN COURT OF JUSTICE

Summary

The notion of similarity of trademarks and products has as much to do with the
likelihood of confusion as a specific requirement for protection. In order to
determine the danger of misconception, numerous circumstances should be taken
into account, especially the known trademark on the market, the degree of
similarity between the trademark and the sign, as well as between the products and
services with which they are marked, and the relationship established between the
new signs and the trademark.

The authors analyze the decision of the European Court of Justice in case C-
766/18, through Article 10 of the preamble of Directive 89/104 and Article 66 of
Directive 207/2009 and through the prism of legal theoretical concepts they give
their opinions and recommendation.

Key words: distinctive character, the similarity of signs and products,
likelihood of confusion.

1. Introduction

The large number of goods and services on the market manifested the need for
mutual differentiation, how and in what way it would be possible for consumers,
that is, users of services to recognize where the products and services come from
and on what basis to decide on their purchase or use of services. Consequently,
enabling consumers to identify the product regardless of whether it is the goods or
services of a particular trader is the main function of a trademark to distinguish it
from other identical or similar products of competitors.

The act of trademark protection refers to precisely defined products or services
for which the trademark is registered, whereby a specific form of connection is
established between the mark and the marked products or services. This means a
sign cannot be protected with a trademark that represents a certain artistic or graphic
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solution if it does not simultaneously serve to mark certain products or services in
circulation. The specialty of a trademark is an inseparable connection between two
phenomena: a sign and a product. In fact, that relationship between the specific sign
and the specific product is designated in the theory as the principle of specialty.
Hence, the application of this principle can result in numerous consequences, the
most important of which is certainly the weakening of the distinctive power of the
sign of the protected trademark. This change occurs when dissimilar products are
marked with the same or similar sign and at the same time refers to a violation of
the trademark right both in terms of damage and in terms of using its distinctive
power.

The general impression of the marks, which is determined on the basis of the
distinctive and dominant elements of the marks, is relevant for determining
similarity. The likelihood of confusion is assumed in the case of using an identical
sign for identical goods or services. One of the important factors for determining the
danger of substitution is the distinctive power of the mark.

Distinctive power is the ability of a certain mark to individualize specific
products or services. In this context, marks can be more or less suitable to identify
the products marked with them as products originating from a certain company, as
well as to distinguish them from the products of other companies. Namely, the
likelihood of confusion is all the greater, if the distinctive power of the mark is
greater, which means that trademarks that have a greater distinctive power enjoy
wider protection than trademarks with a lower distinctive power.

Protection against the risk of substitution is related, namely, to the function of
the trademark to identify products according to their origin and according to their
individuality.

Upon opposition by the proprietor of an earlier trade mark, the trade mark
applied for shall not be registered of its identity with, or similarity to, the earlier
trademark and the identity or similarity of the goods or services covered by the
trade marks there exists a likelihood of confusion on the part of the public in the
territory in which the earlier trade mark is protected; the likelihood of confusion
includes the likelihood of association with the earlier trademark. The likelihood of
confusion, within the meaning of Article 8(1)(b) of Regulation No 207/2009, must
be understood as being the risk that the public might believe that the goods or
services covered by the earlier trademark and those covered by the trade mark
applied for all originate from members of the association which is the proprietor of
the earlier trade mark or, where appropriate, from undertakings economically linked
to those members or to that association.

Although, as a result, in the event of opposition by the proprietor of a
collective mark, the essential function of that type of mark, as set out in Article
66(1) of Regulation No 207/2009, must be taken into account in order to understand
what is meant by likelihood of confusion, within the meaning of Article 8(1)(b) of
that regulation, the fact remains that the case-law establishing the criteria with
regard to which the existence of such a likelihood must be assessed in practice is
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applicable to cases concerning an earlier collective mark. None of the
characteristics of EU collective marks justifies derogation, in the event of
opposition based on such a mark, from the assessment criteria of the likelihood of
confusion which emerge from that case-law.

2. Collective trademark

A collective trademark' belongs to a larger number of persons. In other words,
although, as a rule, a trademark is a trademark of a natural or legal person, there is
still a possibility of common interest for several entities to register a sign for
trademark protection and thereby acquire the right to a sign as a collective
subjective right, i.e. to ride as subjects of a collective trademark.

Hence, the legal basis for this is Article 7 bis of the Paris Convention
(hereinafter PC), which the collective trademark right provides as one of the
minimum rights. When it comes to the content of the powers of the collective
trademark, the fact that it is a collective subjective right that determines the
structure of its content should also be taken into account.”

The essence is reflected in the fact that the content of the collective trademark
is identical to the content of the individual trademark, that is, the subjects are
authorized to use the sign to mark goods or services in circulation and at the same
time prohibit their use by third parties.’ The collective trademark only
operationalizes the common interests of several persons in the trade, through the use
of the same trademark. This means that the subjects of the collective trademark
have the right to use, that is, they can use the sign for which they have acquired the
right only in accordance with a general act or agreement on that brand. Namely, the
exercise of the user right must not be contrary to the general act or agreement for a
collective trademark.

Otherwise, it may be a basis for the termination of the validity of the
trademark. Hence, the very fact that the collective trademark cannot be disposed of
either on the basis of an assignment agreement or on the basis of a license
agreement speaks of the fact that it is a subjective right with narrower content in
relation to individual trademarks. This means that the subjects themselves are
mutually limited in terms of the exercise of the right, that is, the right of one of them

" A special type of brand, it can also be called a collective brand, collective trademark, marquee
collective, collective sign, etc.. Polenak-Aqimovska, M., Dabovi¢-Anastasovska, J.,
Buchkovski, V., Pepeljugoski, V., Varga, Lj, Industrial property right (practicum), Skopje,
2005, pp. 314-315.

? The very definition of the trademark clearly indicates the meaning of the content of the rights.
Hence, in view of the content of the trademark as a subjective right from the intellectual
property, the most important issue is the content of the rights in relation to the subjects of the
trademark.

3 Sutova, M, Legal protection of well-known trademarks in comparative law, Skopje, 2016, p. 74.
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is the same as the right of the other. That is why the legal system is being built, and
its rules are being formulated, all with the aim of providing an applicable regulation
with the help of which the protection of the interests of the participants in the trade
will be respected. Hence, we believe that the legislator gives a clear picture
regarding the issue of how far the rights of the holders of the collective mark
extend, or rather what those rights refer to.Consequently, the holder of the right to
the collective mark enjoys all rights except the right of disposal.

3. Distinctive power of trademark

Distinctive power is the ability of a certain trademark to individualize specific
products or services.* In this context, marks can be more or less suitable to identify
the products marked with them as coming from a certain company, as well as to
distinguish them from the products of other companies. It is a dynamic category
that must be seen in the temporal and spatial context of the specific market.

One of the important factors for determining the danger of substitution is the
distinctive power of the mark. Namely, the danger of substitution is all the greater,
if the distinctive power of the mark is greater, which means that trademarks that
have a greater distinctive power enjoy wider protection than trademarks with a
lower distinctive power. Marks protected by a trademark are divided into: weak,
average, well-known and famous based on their distinctive power.’

Well-known trademarks possess distinct distinctive power, which can be
acquired not only on the basis of registration, but also on the basis of use.® Against
the generally accepted approach that the extent of trademark protection is greater, if
its distinctive power is greater, the argument is made that in traffic, it is precisely a
characteristic and well-known mark that is more difficult to replace with a similar
mark, than a mark that is almost unknown. For this reason, some authors believe
that the danger of substitution is not a suitable criterion for determining the scope of
protection of a well-known and famous trademark and that these trademarks should
be protected based on the general clause of the law on the suppression of unfair
competition. In addition, they consider that the scope of protection does not depend
on the danger of substitution in the sense that it is understood in traffic.” These
arguments are not accepted in most of the theory, nor in judicial practice. Protection
against the risk of substitution is related, namely, to the function of the trademark to
identify products according to their origin and according to their individuality. Only
in circumstances where the mark is suitable for identifying the product, the use of a
similar mark can cause a threat of substitution in terms of origin, which proves

* Feser, K. H., Markenrecht, Auflage 3, Miinchen, 2001, pp. 207 - 209.

3 Feser, K. H., cited commentary, p. 388, 390, 742; Vlaskovi¢, B., he mentioned work, p. 83.
® Markovi¢, S., Popovi¢, D., Intellectual Property Law, Belgrade, 2013, p. 169.

" Baumbach, A., Hafermehl, W., Warenzeichengesetz, 12. Auflage, Miinchen, 1985, p. 867.
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precisely the fact that the threat of substitution depends on the distinctive power of
themarks.®

In the consumer's memory, on the basis of mutual agreement, marks with a
higher degree of distinctive power are retained longer. There are certainly cases
where tl;e mark is so distinctive and well-known that it cannot be confused with
another.

3.1 Similarity of trademark and neutralization
of similarities

The similarity of the mark is determined by the meaning aspect, as well as the
visual and auditory aspect.'’ For establishing similarities, the general impression
mark is the authority, which is established on the basis of distinctive and dominant
element marks. In this sense, in the "Gold Hase II" ruling, the Federal Supreme
Court of Germany pointed out: "When assessing the similarities of a mark on the
basis of orders, general impressions, only those similarities in the marks, which are
referred to as origin, are decided."""

The significance, which for the general impression belongs to a certain
component part of the mark, depends on its relation to other parts of the mark. In
addition, to determine the general impression of a mark, the decisive circumstance
is how it affects the average consumer. Since the basic rule is that the average
consumer perceives the mark as a whole and does not pay attention to its details,'”
the marks must always be compared with each other as a whole, which does not
exclude and the possibility of a certain part or parts being decisive for the formation
of a general impression. This part or parts of the mark is called the dominant mark.
This term refers to those features, which are suitable by themselves, regardless of
other parts of the mark, to create an image of it, which remains in the memory of

¥ Feser, K. H., cited commentary, p. 211.

° Baumbach, A., Hafermehl, W., cited commentary, p. 868.

10 Baumbach, A., Hafermehl, W., cited commentary, p. 324 - 423. In domestic literature see
more about it: Mari¢, V., Similarity of Trademarks, Belgrade, 2009.

" Judgment of the Federal Supreme Court of Germany, I ZR 57/08 Goldhase II, dated 7/15/2010,
item 24, Gewerblicher Rechtsschutz und Urheberrecht 1/2011, p. 148. See: Vlaskovi¢, K.,
Development of legal protection of well-known trademarks in German law and the law of the
European Union, Kragujevac, 2016, Institute of Comparative Law, Belgrade, p. 24.

12 Vlaskovie, K., Protection of well-known trademarks according to directive number
89/104/EEC, Annals of Law, Faculty in Belgrade, no. 1/2013, p. 270.
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the average consumer.” Only in such a case, the similarity can be based solely on
the dominant part of the particular mark.'*

4, The relationship between the likelihood
of misconception and bringing into thought connection
in the practice of the European Court of Justice

Foundation for the Protection of the Traditional Cheese of Cyprus named
Halloumi, found in Nicosia (Cyprus), has protected the mark HALLOUMI as a
collective trademark of the European Union for cheese. An EU collective trade
mark is a specific type of EU trade mark capable of distinguishing the goods or
services of the members of the trade mark association from those of other
participants.

On July 9, 2014, M.J. Dairies EOOD applied to the EUIPO to register the
figurative trademark. The Foundation for the Protection of Traditional Cheese in
Cyprus, as the holder of the trademark right, filed an opposition against the
application for EU trademark registration of the figurative sign containing the word
element "BBQLOUMI", for which M. J. Dairies EOOD, the Bulgarian company,
filed application for registration of, inter alia, cheese, meat extracts, cheese flavored
foodstuffs and catering services:

The holder of the collective trademark, in the objection, relies in particular on
the likelihood of confusion within the meaning of Article 8, paragraph 1, point (b)
of the Trademark Directive 207/2009."

" Hacker, F., Methodenlehre und Gewerblicher Rechtsschutz - dargestellt am Beispiel
der markenrechtlichen Verwechslungsgefahr, Gewerblicher Rechtsschutz und
Urheberrecht, no. 7/2004, p. 549, VIskovi¢, K, Development of legal ..., p. 20.

' However, an individual part of a particular mark does not always have to be dominant in
determining the overall impression. In the new conception, it is enough that the part retains its
independent marking role. In that case, the condition is that the conflicting marks are similar,
even to the smallest extent. Then we are talking about the danger of substitution in a broader
sense. For more information on the issue of the independently marking role of a part of the
mark, see: Vlaskovi¢, B., the above article, p. 655-664.

496



360pHuMK pagosa "MpaBHa perynaTMea yciyra y HauMoHaHUM
3aKoHOAaBCTBMMA M npaBy EBponcke yHuje", Kparyjesau, 2023.

The European Union Intellectual Property Office (EUIPO) and the General
Court rejected the objection and appeal on the grounds that the mark
HALLOUMI has a low degree of distinctiveness. These decisions are essentially
based on the view that the trademark HALLOUMI corresponds to the mark of a
well-known Cypriot cheese and therefore has only a weak distinctive character.'®

The General Court had held that, despite the fact that the goods covered by
the marks at issue are in part identical and in part similar to some degree, there
cannot be any likelihood of confusion on the part of the relevant public since the
existence of a visual, phonetic and conceptual similarity is not, in the case of an
earlier descriptive mark with low distinctive character, sufficient to give rise to a
presumption of a likelihood of confusion.'’

By the first two grounds of appeal, the Foundation challenges, first and
foremost, paragraph 41 of the judgment under appeal and also paragraph 71, but
in fact it requests that the Trade Mark Regulation, particularly the rules on
likelihood of confusion, be applied to collective marks differently than to
individual marks. The Foundation’s submissions contain three stages of
reasoning. First, the Foundation claims that the General Court requires it to show
that its registered collective mark has distinctive character. Second, it maintains
that a registered collective mark must necessarily be acknowledged as having
increased distinctive character, even if it is descriptive. Third, it asserts that in any
event the distinctive character of geographical collective marks under Article 66
(2) of the Trade Mark Regulation, that is, of collective marks with signs or
indications which may serve, in trade, to designate the geographical origin of the
goods or services, cannot be assessed by reference to general criteria.'®

The Foundation’s arguments relate to the likelihood of confusion that it
claims exists between its own mark and the mark at issue. Article 8 (1)(b) of the
Trade Mark Regulation — which is, in the absence of any provision to the
contrary in Articles 67 to 74 of that regulation, applicable to EU collective marks
pursuant to Article 66 (3) — provides that, upon opposition by the proprietor of
an earlier trade mark, the trade mark applied for is not to be registered if, because
of its identity with, or similarity to, the earlier trade mark and the identity or
similarity of the goods or services covered by the trade marks, there exists a
likelihood of confusion on the part of the public in the territory in which the
carlier trade mark is protected. '’A lesser degree of similarity between these

15 Qee: https://curia.europa.eu/juris/document/document.jsftext=&docid=224114&pagelndex
=0&doclang=EN&mode=Ist&dir=&occ=first&part=1&cid=2090677

1 Case C-766/18.

7 Ibid

18 https://curia.curopa.cw/juris/document/document.jsf?text=&docid=219261&pagelndex=0&
doclang=EN&mode=Ist&dir=&occ=first&part=1&cid=2172327

' For the purposes of applying Article 8(1)(b) of the Trademark Regulation 207/2009, for the
likelihood of confusion also presupposes that the trademark for which registration is sought and
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goods or services may be offset by a greater degree of similarity between the
marks, and vice versa. The interdependence of these factors is expressly
mentioned in the eighth recital of trademark regulation, which states that it is
indispensable to give an interpretation of the concept of similarity in relation to
the likelihood of confusion, the appreciation of which depends, in particular, on
the recognition of the trade mark on the market and the degree of similarity
between the mark and the sign and between the goods or services identified.

Under Article 66 (1) of the Trade Mark Regulation, on the other hand, a
collective mark is intended to distinguish the goods or services of the members of
the association which is the proprietor of the mark from those of other
undertakings.”® The essential function of such a collective mark is thus to
guarantee the collective commercial origin of goods and services.

The Foundation objects in particular to paragraph 41 of the judgment under
appeal, which states that it is for the holder of a collective mark to show what
level of distinctive character it has, since he intends to rely on it in support of
opposition proceedings. To some extent, the Foundation evidently understands
the General Court thinks it should to the very existence of the distinctive character
of a registered collective mark must be proven.

The finding made by the General Court does in fact appear questionable in so
far as neither the decision in Tulliallan Burlington v EUIPO, (21) which is
directly invoked by the General Court, nor the judgment in Anheuser-Busch v
Budgjovicky Budvar, (22) which is referred to indirectly, contains a statement
regarding the burden of proof for the distinctive character of a registered
collective mark. On the other hand, Article 76 of the Trade Mark Regulation,
which is also cited by the General Court, is relevant in so far as, under the second
sentence of paragraph 1, in proceedings relating to relative grounds for refusal of
registration the Office is restricted to the facts, evidence and arguments provided
by the parties and the relief sought. However, like in the two decisions ( here we
mean the decision of the Appeals Board and the General Court ), that provision
does not require specific proof of the distinctive character of registered collective
marks. It is indisputable that registered trademarks should have a distinctive
character, but the court cannot require specific proof of this. In the specific case,
the Municipal Court did not dispute the existence of the distinctive character of
the trademark, on the contrary, it recognized that the registered collective
trademark HALLOUMI has a distinctive power, although it emphasizes that it is
minimal. However, it states that the collective trademark has a weak distinctive
character on the one hand, and on the other hand suggests that the degree of

the earlier trademark are identical or similar and that the goods or services covered by the
application for registration are identical or similar to those for which the previous trademark
was registered, and those conditions are cumulative.

20 Article 66 (1), Regulation (EC) No 207/2009.
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distinctiveness is minimal and takes a negative decision on the grounds that there
is no danger of likelihood of confusion.

Because under Article 66(1) of the Trade Mark Regulation a collective mark
is intended to guarantee collective commercial origin, in accordance with Article
4, which is applicable to collective marks by virtue of Article 66(3), only signs
that are capable of distinguishing the commercial origin of the goods or services
which they designate may constitute EU trade marks. The registration of a
collective mark, just like the registration of other marks, therefore presupposes its
distinctive character. Rather, just like all other marks, collective marks can have
varying degrees of distinctive character. As EUIPO clearly demonstrates with the
aid of examples, the degree of distinctive character depends, first, on the sign
chosen and, second, on the acquisition of additional distinctive character through
use of the sign. The distinctive character of collective marks must therefore be
assessed in principle by reference to general rules.

European Court of Justice, did the right thing when he determined that such a
premise is incorrect since the fact that the distinctiveness of an earlier mark is
weak does not preclude the existence of a likelihood of confusion. Accordingly, it
set aside that judgment and referred the case back to the General Court for it to
examine whether there is a likelihood of confusion for consumers as regards the
origin of the goods covered by the sign ‘BBQLOUMI.

The European Court of Justice considers that when it comes to the risk of
likelihood of confusion, Article 10 of the preamble of Directive 89/104 must be
applied, according to which the elements for determining the risk of confusion
likelihood are considered: the distinctiveness of the trademark, the similarity of
the marks at issue, and the similarity of the products.”'

When considering cases concerning opposition proceedings based on earlier
individual marks, the Court acted correctly when he noted that the likelihood of
confusion must be understood as the risk that the public might believe that the
goods or services covered by the earlier mark and those covered by the mark
applied for come from the same undertaking or, as the case may be, from
economically linked undertakings. The likelihood of confusion must be assessed
globally, taking into account all factors relevant to the circumstances of the case.
As regards the visual, phonetic or conceptual similarity of the marks at issue, that
assessment must be based on the overall impression that they convey to the
relevant public. It can also be noted that the degree of distinctiveness of the earlier
mark, which determines the extent of the protection conferred by it, is one of the
relevant factors in the case in point. Where the distinctiveness of the earlier mark
is significant, such a circumstance is likely to increase the likelihood of confusion.

The General Court, considering that the mark HALLOUMI has a weak
distinctive character, recognized "a certain degree of distinctive character” of that
mark. From the judgment of the European Court of Justice, it is evident that when

21

https://eur-lex.europa.cw/legal-content/EN/TXT/PDF/?uri=CELEX:319891.0104
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making the decision, the court, in addition to other circumstances, also
appreciated this circumstance, which is the basis for the existence of a likelihood
of confusion.

Protection of the trademark on the basis Article 10 of the preamble of
Directive 89/104, also applies to instances of similarity and trademarks and
similarities of products and services. Therefore, it is necessary to interpret the
concept of similarity in relation to the danger of misconception (substitution),
which is a specific requirement for protection.

5. Conclusion

In the paper, the authors analyze the European Court of Justice Case C-766/18.
After appealing the decision of the Basic Court, by the holder of the collective
trademark right Foundation for the Protection of the Traditional Cheese of Cyprus
named Halloumi, the European Court of Justice returned the case for decision-making
again.

The primary court made a decision in which it stated that there is no danger of
misconception and stated that a weak distinctive character is not sufficient to establish
the existence of a likelihood of misconception.

The European Court of Justice did not take into account this reasoning,
considering it incomplete. The European Court of Justice considers that when it
comes to the risk of confusion, Article 10 of the preamble of Directive 89/104 must
be applied, in which the elements for determining the risk of confusion are:
distinctiveness, similarity of trademarks, and similarity of products.

In the specific case (C766/18), it is evident that the first-instance court did not
take into account all these elements, but only concluded that the trademark has a weak
distinctive character without giving an explanation for the same.

For that reason, the European Court of Justice made a decision to annul the
judgment of the Court of First Instance and to return the case for re-decision with
instructions to take into account all elements (distinctive character, similarities of
trademarks and similarities of products) and to determine their influence in the
specific case, to determine whether there is a risk of confusion. It can be noted from
the judgment that the General Court does not deny the existence of the distinctive
character, which is one of the elements for realizing legal protection.

Hence, we think that the European Court of Justice acted correctly when it
determined that such a premise (the weak distinctive character is not a basis for the
likelihood of confusion) is incorrect because the fact that the distinctiveness of the
earlier mark is weak does not exclude the existence of a likelihood of confusion. It
also directed that it be examined whether there is a likelihood of confusion among
consumers as to the origin of the goods covered by the mark "BBQLOUMI".

Like all types of trademarks, collective marks can also have a different degree of
distinctive character (distinctiveness depends on the type of trademark, the degree of
frequency, etc.).
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As EUIPO makes clear with the help of examples, the degree of a distinctive
character depends, first, on the sign chosen and, second, on the acquisition of
additional distinctive character through the use of the sign. Hence, the special
character of collective marks must be evaluated according to the general rules.

Ap Munmya LLlyToBa, BaHpe[Ha ripogecopka
lpaBHor gakynarera, YHuBepsurera

loye fesnyes y Lturny,

Ap Kcermja lNayHosmnh, Hay4yHa capagHuLa
Yrusepsurera y Kparyjesuy

OMACHOCT 3ABYHE Y HAJHOBMJOJ NPAKCH
EBPOINCKOI' CYAA NMPABAE

Peszume

Heonxoono je 0a ce nojam cruunocmu mymauu 'y ée3u ca onacHouthy 3amene,
Koja je cneyugpuuan ycnos 3a saumunty. 3a ymephuearse onacHocmu 3amene Mopajy
ce yzemu 'y 003up OpojHe OKOTHOCIY, NOCEOHO NOHATMOCI JHCUSA HA MPICUUINTY,
cmenen CIuMHOCIY usMely Jicuea U o3Hake, Kao u usmely npouzgooa wi yciyea
KOju Cy mumMa obeledceHy U MUCAOHA Ge3d Koja ce ychocmassma usmely miahe
O3HAKe U JHCUea.

Aymopu ananuzupajy oonyky Eeponckoe cyoa npasde y npeomemy C-766/18,
kpo3 ynan 10. npeamobyne Jfupexmuse 89/104 u unan 66. Jupexmuse 207/2009 u xpo3
HPUBMY NPAGHO-MEOPUJCKUX KOHYENAama Oaqjy C0ja MUULberbd U NPenopyxe.

Kuwyune peuu: oucmunxmuenu xapakmep, CIUYHOCIU O3HAKe U HPOU3800d,
onacHocm 3aoyme.
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